United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Office 

P.O. BOX 1 45D 
Alexandria, VA zz313-145D 
www.uspto.gov 



PFIZER INC. 

PATENT DEPARTMENT, MS8260-1611 
GROTON CT 06340 



In re Application of 
Becker, et al. 
Application No. 10/722,104 
Filed: November 25, 2 003 
Attorney Docket No. PC27788 
For : HETEROARYLSULFONYLMETHYL 
HYDROXAMIC ACIDS AND AMIDES AND 
THEIR USE AS PROTEASE 
INHIBITORS 



COPY MAILED 

FEB 0 9 2009 
OFFICE OF PETITIONS 



LETTER REGARDING PATENT 
TERM ADJUSTMENT 



This decision is in response to the "COMMUNICATION," filed June 
12, 2008. Applicants disclose that the patent term adjustment 
(PTA) indicated on the Determination of Patent Term Adjustment 
may extend the term of this patent by too many days because of 
the Office's failure to calculate the number of days for 
applicants delay correctly. 

The request for review of the patent term adjustment is GRANTED . 

The Office has updated the PAIR screen to reflect that the 
correct Patent Term Adjustment (PTA) determination at the time 
of the mailing of the Notice of Allowance is TWO HUNDRED SIXTY 
ONE (261) days. A copy of the updated PAIR screen, showing the 
correct determination, is enclosed. 

On July 7, 2007, the Office mailed a Notice of Allowance with 
the Determination of Patent Term Adjustment under 35 U.S.C. 
154(b) in the above -identified application. The Notice stated 
that the patent term adjustment to date is 330 days. Applicants 
disclose that this may be incorrect given the filing of a 
Request for Continued Examination, filed on September 19, 2007, 
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and the delayed payment of the issue fee and submission of a 
Rule 137(b) petition on June 3, 2008. 

A review of the application history confirms that an incorrect 
number of days was determined for applicants delay. 3 7 CFR 
1.704(b) states that the period of adjustment under 35 U.S.C. 
1.703 shall be reduced by any periods of time in excess of three 
months that are taken to reply to an action by the Office making 
any rejection, objection, argument or other request. In the 
present case, a final Office action was mailed on April 12, 
2007. A response in compliance with §1. 113(c), a request for 
continued examination (RCE) and amendment, was not filed until 
September 19, 2 007, three months and 6 9 days later. Pursuant to 
37 CFR 1.704(b), a period of reduction of 69 days is being 
entered. 

In view thereof, this correct patent term adjustment at the time 
of the mailing of the Notice of Allowance is two hundred sixty- 
one (261) days. 

With respect to the delay in payment of the issue fee and the 
abandonment of the application after the mailing of the Notice 
of Allowance, these calculations are not considered under the 
initial Determination of Patent Term Adjustment sent with the 
Notice of Allowance. The revised patent term adjustment 
indicated in the Issue Notification (and on the patent) is 
revised in light of applicant and Office delays after the 
mailing of the Notice of Allowance. If the revised patent term 
adjustment does not properly consider applicants' delay in 
paying the issue fee and/or in filing a grantable revival 
petition, then applicants should file another candor letter. 

As this letter was submitted to advise the Office of an error in 
applicants' delay, the Office will not assess the $200.00 fee 
under 37 CFR 1.18(e). The Office thanks applicants for their 
good faith and candor in bringing this to the attention of the 
Office . 

The Change of Correspondence Address filed on June 3, 2008 has 
not been accepted because Attorney Engelmann is not an attorney 
of record. A courtesy copy of this decision is being mailed to 
practitioner. However, any future correspondence regarding this 
application will be mailed to the address of record. 
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Telephone inquiries concerning this decision should be directed 
to Petitions Attorney Shirene Willis Brantley at (571) 272-3230. 



Seliio^---f , eti\tions Attorney 
Office of Petitions 

CC: PHARMACIA & UPJOHN 
7000 PORTAGE ROAD 
KZO-300-104 
KALAMAZOO, MI 49001 

Enclosure: Copy of Revised PAIR Screen 
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